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Application No. 10/758,820 

I Real Party In Interest 

The real party in interest is Universal Electronics Inc. 

II. Related Appeals And Interferences 

It is not believed that any appeals or interferences are pending which will directly affect 
or be directly affected by or have a bearing on the Board's decision in the pending appeal. 

Ill Status Of The Claims 

In the application, claims 1-14, 29-40, 44, and 45 remain pending and, having been 
finally rejected, are the subject of this appeal. Claims 15-28 and 41-43 were canceled during the 
course of prosecution. 

The Section IX appendix provides a clean, double spaced copy of pending claims 1-14, 
29-40, 44, and 45. 

IV. Status Of Amendments 

The claims are in condition for appeal - no amendments to the claims are pending. 

V. Summary Of The Claimed Subject Matter 

The claimed subject matter is generally directed to a system for setting up a controlling 
device to command operations of an appliance. 

With reference to Figs. 1 and 15 and Paras. 0062+ of the subject application for patent 
(U.S. 2004/0169590), a user may indicate a desire to setup the controlling device, e.g., remote 
control 10, by the user actuating a setup key 310 of the controlling device 10. Once the 
controlling device 10 enters the setup mode, the controlling device 10 transmits one or more 
commands selected from command code sets stored within the memory of the controlling device 
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10 to an appliance for the purpose of attempting to cause a change in the power state in the 
appliance. A power monitoring unit 14 is provided to monitor the appliance to determine if the 
appliance responds to a transmitted command by changing its power state. To sense a change in 
the power state of the appliance the power monitoring unit 14 may monitor current drawn by the 
appliance. When the power monitoring unit 14 senses that the appliance has changed its power 
state in response to a command transmitted from the controlling device 10, the power monitoring 
unit 14 will reported the change in power state back to the controlling device 10 by means of a 
transmission of data to the controlling device 10. In response to the receipt of a transmission 
from the power monitoring unit 14, the controlling device 10 will automatically set itself up to 
control operations of the appliance by selecting as the command code set for remotely 
controlling operations of the appliance the command code set that included the transmitted 
command that caused the appliance to respond with the change in its power state that was 
discerned by the power monitor 14. 

VI. Grounds Of Rejection To Be Reviewed On Appeal 

1 . Whether the rejection under 35 U.S.C. § 103 of the claims can be maintained when the 
rejection of the claims fails to demonstrate where the prior art suggests modifying the primary 
reference to arrive at the invention claimed. 

VII. Argument 

A) Status of the claims 

In the application claims 1-14, 29-40, 44, and 45 remain pending. No claims presently 
stand allowed. 
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B) Summary of the rejection of the claims 

The claims presently stand rejected under 35 U.S.C. § 103 as being rendered obvious 
primarily by Kamon (U.S. 5,726,645) as modified by Ivie (U.S. 5,815,086). 

In rejecting the claims, it was asserted that Kamon teaches a remote control system 
comprising operation detection circuitry 10 wherein the operation detection circuitry determines 
the current power state of the appliance and includes a transmission portion for transmitting 
information to the remote control where the remote control responds to the information 
transmitted from the operation detection circuitry 10 to select a set of command codes to use to 
command operations of an appliance. 

Despite the assertion in the rejection of the claims that the operation detection circuitry 
10 of Kamon determines the current power state of an appliance, it was later acknowledged in 
the rejection of the claims that the operation detection circuitry 10 of Kamon fails to monitor 
either the power supplied to the appliance or current flow to the appliance as claimed instead 
disclosing operation detection circuitry 10 which monitors nothing more than a signal output by 
the headphone jack of the appliance. 

Owing to this deficiency in Kamon, the rejection of the claims then set forth that Ivie 
teaches a transmitter for an appliance which has a current monitor for monitoring power supplied 
to the appliance. 

The rejection of the claims thus concluded that it would have been obvious to modify the 
operation detection circuitry of Kamon as taught by Ivie to thereby enable the "headphone plug 
10a of Kamon's appliance 20 to be free for its intended purpose instead of being used as a power 
monitor." 
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C) Applicable Law 

It is well settled that a determination of obviousness requires that a combination of prior 
art references disclose a claimed invention "as a whole," i.e., each and every element considering 
each and every word. This requirement that the claimed invention be considered "as a whole" is 
meant to prevent evaluation of an invention part by part, i.e., breaking an invention into its 
component parts and then merely finding a reference containing one part, another reference 
containing another part, etc., and to prevent the impermissible use of the specification of the 
applicant as a template to combine these parts for the purpose of deprecating the invention 
claimed. Thus, to assure that such "hindsight reasoning" is not used when assessing the 
patentability of a claimed invention, a rejection based upon a combination of references requires 
a demonstration that an artisan of ordinary skill in the art at the time of the invention, confronted 
with the same problems and with no knowledge of the claimed invention, would have selected 
the various parts from the references and combined them in the claimed manner. In re Fritch, 
972 F.2d 1260, 1266 (Fed. Cir. 1992). The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior art, not in 
applicant's disclosure. In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). 

D) Remarks Addressing The Rejection Of The Claims 

It is respectfully submitted that the rejection under 35 U.S.C. § 103 reflects the 
impermissible use of the specification of the applicant as a template to combine the parts of the 
references cited for the purpose of deprecating the invention claimed. More particularly, it is 
respectfully submitted that the rejection of the claims reflects the impermissible use of "hindsight 
reasoning" since it has not been demonstration that an artisan of ordinary skill in the art at the 
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time of the invention, with no knowledge of the claimed invention , would have selected the 
various parts from the references cited and combined them in the claimed manner. Rather, the 
rejection appears to be impermissibly relying upon the mere fact that references can be combined 
or modified which it is well established does not render the resultant combination prima facie 
obvious unless the prior art also suggests the desirability of the combination. 

As discussed above, it has been acknowledged in the rejection of the claims that Kamon 
fails to disclose, teach, or suggest the desirability of monitoring the power supplied to an 
appliance or current flow to an appliance for use in connection with automatically setting up a 
remote control as is set forth in the claims under consideration. 

It is respectfully submitted that Ivie likewise fails to disclose, teach, or suggest the 
desirability of monitoring the power supplied to an appliance or current flow to an appliance for 
use in connection with automatically setting up a remote control. In this regard, while Ivie does 
disclose a power monitor wherein the power monitor has an associated IR transmitter where the 
IR transmitter is used to transmit commands directly to an appliance, nothing within Ivie 
suggests using the power monitor to monitor power supplied to an appliance to cause the IR 
transmitter to transmit a signal to a controlling device which indicates to a controlling device that 
a transmitted command code caused a change in a current power state of the appliance to thereby 
cause a configuration of the controlling device as is claimed. Rather, Ivie only discloses, 
teaches, and suggests monitoring power supplied to an appliance to determine if the IR 
transmitter should proceed with the transmitting of a power toggle command to an appliance 
when commanded to do so. (Col. 7, lines 8-20). Thus, when Ivie is considered in its entirety, it 
is evident that the power monitor of Ivie, which only functions to transmit a power toggle 
command to an appliance when commanded to do so and when appropriate given the current 
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power state of the appliance, simply fails to disclose, teach, or suggest the desirability of 
generating a signal which indicates a change in the current power state of an appliance for any 
purpose, let alone for the purpose of configuring a remote control. In Ivie, a change in the 
current power state of the appliance simply fails to result in the power monitor taking any action 
in response to such change. Thus, absent the disclosure of at least this aspect of the invention 
claimed, which inventive aspect is also acknowledged to be missing from Kamon, it is 
respectfully submitted that the limited teachings of Ivie cannot be said to suggest the desirability 
of modifying the Kamon system to arrive at the invention that is set forth in the claims under 
consideration. 

It is similarly noted that, when Ivie is considered it its entirety, nowhere does Ivie 
disclose, teach, or suggest the desirability of modifying Kamon to thereby enable the headphone 
plug of Kamon's appliance to be free for its intended use instead of being used as a power 
monitor which is the rationale for the modification espoused in the rejection of the claims. 
While Ivie not only fails to suggest the desirability of modifying Kamon to enable the hadphone 
plug of Kamon's appliance to be free for its intended use, Ivie also fails to disclose, teach, or 
suggest the desirability of modifying Kamon to thereby overcome the multiple disadvantages 
that are associated with the Kamon system which disadvantages are, however, overcome by the 
invention that is set forth in the claims under consideration. These disadvantages include, for 
example, the fact that the Kamon system cannot be utilized to select a command code set for an 
appliance that does not generate an audio output, that the Kamon system will not function in the 
case where the appliance is inadvertently muted, and that the Kamon system will not function in 
the case where the appliance is not receiving an audio/video input which is required for the 
appliance to generate an audio output. Thus, when Ivie is fully and fairly considered in its 
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entirety, nothing from Ivie can be said to suggest any reason for modifying Kamon to arrive at 
the invention that is set forth in the claims under consideration. 

From the foregoing, it is respectfully submitted that it has been demonstrated that Ivie not 
only fails to disclose, teach, or suggest that which has been acknowledged to be missing from 
Kamon but also fails to include any teaching that might be said to evidence that it would have 
been obvious or even desirable to modify Kamon for any purpose, let alone for the purpose 
espoused in the rejection of the claims, to thereby arrive at the invention that is set forth in the 
claims under consideration. Accordingly, it is submitted that the determination of obviousness 
set forth in the rejection of the claims, which relies upon a motivation to modify Kamon that 
finds no basis in any cited reference, clearly reflects the impermissible use of hindsight 
reasoning. It is for at least this reason that it is respectfully submitted that the express teachings 
of Ivie cannot support a prima facie case of obviousness and the rejection of the claims must be 
withdrawn. 

It is additionally respectfully submitted that, even if one of ordinary skill in the art were 
motivated to modify Kamon for the purpose of enabling the headphone plug of Kamon' s 
appliance to be free for its intended use instead of being used as a power monitor, the express 
teachings of Ivie would suggest meeting this objective in a manner that is not in keeping with the 
manner asserted in the rejection of the claims. In this regard, when Ivie is considered in its 
entirety as required, the express teachings of Ivie suggest that the headphone jack of Kamon' s 
appliance may be rendered free not by modifying the power monitor of Kamon but instead by 
removing the Kamon power monitor from the headphone jack and modifying the remote control 
of Kamon whereupon the remote control of Kamon remains configurable by a user entering a 
number on the keypad to select which set of infrared codes from a library of infrared codes will 
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apply. (See Ivie; col. 8, lines 34-52). Thus, it will be appreciated that modifying Kamon in the 
only manner that is in keeping with both the express teachings of Ivie and the espoused 
modification objective would not lead one of ordinary skill in the art to the invention claimed. 
For this additional reason it is respectfully submitted that a prima facie case of obviousness has 
not been presented and the rejection of the claims should be withdrawn. 

E) Conclusion 

It is respectfully submitted that the application is in good and proper form for allowance. 
Such action of the part of the Board is respectfully requested. 



Respectfully Submitted; 



Date: December 6, 2005 



By: 




Gary RMarosik 
Reg. No. 35,906 



Greenberg Traurig, LLP 
77 W. Wacker Drive, Suite 2500 
Chicago, Illinois 60601 
(312) 456-8449 
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VIIL Claims Appendix 

The following is a clean copy of the claims involved in the appeal: 

1 . A system for setting up a control device to command the operations of an appliance, 
comprising: 

a power monitor associated with the appliance, the power monitor having circuitry for 
monitoring power supplied to the appliance to thereby determine a current power state of the 
appliance and a first wireless communication module; and 

the control device having a library of command code sets, a second wireless 
communication module for transmitting a command code selected from a command code set to 
the appliance, and a third wireless communication module for receiving a communication from 
the first wireless communication module of the power monitor; 

wherein the control device has setup mode programming for transmitting to the appliance 
via the second wireless communication module a command code from one of the command code 
sets and for receiving from the power monitor via the third wireless communication module a 
signal which indicates that the transmitted command code caused a change in the current power 
state of the appliance whereupon the command code set which includes the command code to 
which the appliance responded by changing power states is selected for use in commanding the 
operations of the appliance. 

2. The system as recited in claim 1, wherein the signal further comprises data indicative of an 
address of the power monitor. 

3. The system as recited in claim 1, wherein the command code is a command code that directly 
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affects a power state of the appliance. 

4. The system as recited in claim 1, wherein the command code is a command code that 
indirectly affects a power state of the appliance. 

5. The system as recited in claim 1, wherein the control device is adapted to automatically 
transmit a command code from each of a plurality of command code sets until receiving the 
signal from the power monitor. 

6. The system as recited in claim 5, wherein each of the plurality of command code sets are used 
to command operations of one type of appliance. 

7. The system as recited in claim 6, wherein the type of appliance is user-designated. 

8. The system as recited in claim 5, wherein the command code from each of the plurality of 
command code sets is transmitted in an order reflective of an install base of the one type of 
appliance. 

9. The system as recited in claim 1, wherein the control device is adapted to respond to a manual 
interaction to transmit a command code from each of a plurality of command code sets until 
receiving the signal from the power monitor. 

10. The system as recited in claim 9, wherein each of the plurality of command code sets are 
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used to command operations of one type of appliance. 

11. The system as recited in claim 10, wherein the type of appliance is user-designated. 

12. The system as recited in claim 9, wherein the command code from each of the plurality of 
command code sets is transmitted in an order reflective of an install base of the one type of 
appliance. 

13. The system as recited in claim 1, wherein the first communication module and the third 
communication module each comprise an RF communication module. 

14. The system as recited in claim 1 ? wherein the second communication module comprises an 
IR communication module. 

15-28. (Canceled) 

29. A system for setting up a control device to command the operations of an appliance, 
comprising: 

a power monitor associated with the appliance, the power monitor having circuitry for 
monitoring power supplied to the appliance to thereby determine a current power state of the 
appliance and a first wireless communication module; and 

the control device having a library of command code sets and at least a second wireless 
communication module for transmitting data indicative of a command code selected from a 
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command code set corresponding to the appliance, wherein the control device has setup mode 
programming for transmitting data indicative of a command code from one of the command code 
sets via the second wireless communication module and for receiving from the power monitor 
via the second wireless communication module a signal which indicates that the transmitted 
command code caused a change in the current power state of the appliance whereupon the 
command code set which includes the command code to which the appliance responded by 
changing power states is selected for use in commanding the operations of the appliance. 

30. The system as recited in claim 29, wherein the signal further comprises data indicative of an 
address of the power monitor. 

3 1 . The system as recited in claim 29, wherein the command code is a command code that 
directly affects a power state of the appliance. 

32. The system as recited in claim 29, wherein the command code is a command code that 
indirectly affects a power state of the appliance. 

33. The system as recited in claim 29, wherein the control device is adapted to automatically 
transmit a command code from each of a plurality of command code sets until receiving the 
signal from the power monitor. 

34. The system as recited in claim 33, wherein each of the plurality of command code sets are 
used to command operations of one type of appliance. 
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35. The system as recited in claim 34, wherein the type of appliance is user-designated. 

36. The system as recited in claim 33 , wherein the command code from each of the plurality of 
command code sets is transmitted in an order reflective of an install base of the one type of 
appliance. 

37. The system as recited in claim 1, wherein the control device is adapted to respond to a 
manual interaction to transmit a command code from each of a plurality of command code sets 
until receiving the signal from the power monitor. 

38. The system as recited in claim 37, wherein each of the plurality of command code sets are 
used to command operations of one type of appliance. 

39. The system as recited in claim 38, wherein the type of appliance is user-designated. 

40. The system as recited in claim 37, wherein the command code from each of the plurality of 
command code sets is transmitted in an order reflective of an install base of the one type of 
appliance. 

41-43 (Canceled) 
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44. The system as recited in claim 1, wherein the power monitor monitors current flow to the 
appliance. 

45. The system as recited in claim 29, wherein the power monitor monitors current flow to the 
appliance. 
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IX. Evidence Appendix 

No evidence is being submitted herewith. 
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X. Related Proceedings Appendix 

No copies of decisions rendered by a court or the Board are being submitted herewith. 
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